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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

This Office action is in response to the amendment filed November 24, 2003 in 

which claims 1 and 2 were amended. 

The rejections of claims 2-5 under 35USC 112, first and second paragraphs are 
withdrawn in view of applicant's arguments. 

The nonstatutory double patenting rejection is withdrawn in view of the 

amendment to the claims. 

The rejection of claims 1 and 3-5 under 35 USC 102(a) is withdrawn in view of 

applicants' arguments. 

The rejection of claims 1 and 3-5 under 35 USC 1 03(a) is withdrawn in view of 

the amendment to the claims. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

2. Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 1 and 2(iii), it is not clear what type of alkyl group is represented by the 
unidentified alkyl group. Clarification is required. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 and 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Inoue (US 5,744,430). 

Inoue teaches an engine oil composition comprising a base oil, an alkaline earth 
metal salicylate detergent, zinc dialkyldithiophoshate, a succinimide ashless dispersant, 
a molybdenum dithiocarbamate and other additives (see abstract). 

The base oil contains 15% by wt or less aromatics and may be a hydrocracked 
oil (see col. 2, lines 26-67; col. 3, lines 1-5 and Table (notes). Inoue is silent with 
respect to the sulfur content and nitrogen content. However, it would have been 
obvious to one of ordinary skill in the art to select the claimed base oil because the 
skilled artisan recognized that hydrocracked oils are prepared by the most severe 
hydrotreatment process and would possess a sulfur content of 50ppm or less and 
nitrogen content of 50ppm or less. 

The alkaline earth metal salicylate detergents may include a mixture of calcium 
salicylate and magnesium salicylate. This teaching suggests a 1:1 ratio. The TBN of 
the salicylate is from 60 to 350. The salicylate is present in the fuel in an amount of 0.5 
to 1 .2% by wt as converted to sulfated ash (see col. 3, lines 17-21 , 54-61 ). 
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The zinc dialkyldithiophosphate alkyl groups have from 2 to 18 carbon atoms and 
may be primary, secondary or tertiary. The dialkyldithiophosphates may be a mixture 
of compounds wherein each compound's alkyl group is different. The 
dialkyldithiophosphates are present as (P) in the oil in the amount of 0.04 to 0.1% by 
weight based on the oil. See col. 4, lines 5-29. 

The molybdenum dithiocarbamate alkyl groups contain from 2 to 18 carbon 
atoms and the compound is present in the oil as Mo in an amount from 0.02 to 0.15% 
by weight (200-1 500ppm). See col. 6, lines 5-22, 56-63. 

Inoue fails to teach total amount of alkyl salicylate (els. 1 and 2) however, no 
unobviousness is seen in this difference because given the total amount of sulfated ash, 
the skilled artisan recognizes that the claimed amount of salicylate would be required to 

obtain this amount of ash. 

Inoue also fails to teach the TBN of the composition (claim 5). However, given 
the TBN of the alkylsalicylate it is recognized that the oil composition would possess the 
claimed TBN. 

5. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Inoue 
5,744,526 further in view of Inoue 4,529,526. 

Inoue '430 has been disclosed above. 

Inoue '430 teaches a succinimide ashless dispersant but fails to teach that the 
compound is borated. 
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Inoue '526 teaches a lubricated oil composition similar to that of '430 containing 
succinimide dispersant, Inoue '525 teaches that these compounds may be presented in 
the composition in a borated form (see abstract) 

It would have been obvious to one of ordinary skill in the art to have replaced the 
non-borated succinimide of '430 with the borated succinimide of '526 because Inoue 
'526 teaches that the compounds are art recognized equivalents. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 



Patent Application Information Retrieval (PAIR) system. Status information for 



published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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